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Art Unit: 1796 

DETAILED ACTION 

Applicant's response filed 3 September 2008 has been fully considered. Claims 
1-17 are pending: Claims 1-9 and 11-13 are amended, claim 10 is as previously 
presented and claims 14-18 are new. 

Claim Objections 

Claim 13 is objected to because of the following informalities: the claim recites 
"partly saturated heterocycles" which appears to be a miss-typing of "partly unsaturated 
heterocycles" based upon Applicant's original and amended claim 1 and further based 
upon Applicant's original disclosure (see page 6 lines 9-12). Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 15 recites "wherein component c)" however, it is unclear if applicant 
intended to mean "wherein component d)" (see original specification, page 6 lines 34- 
37). For the purpose of this office action, the Examiner has interpreted "wherein 
component c)" to be "wherein component d)". 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wenderoth et al. (WO 02/08354 A1 , using U.S. PGPub 2003/0164470 as English 
language equivalent), in view of Ashikhmin etal. (SU 1838362 A3, Derwent Abstract). 

Regarding claims 1-2, Wenderoth et al. teaches an antifreeze concentrate 
([0019] In 2) based on alkylene glycol, glycerol and/or their derivatives ([0019] In 2-3), 
the antifreeze concentrate comprising (instant component b) from 0.05 to 10% by 
weight, based on the a total amount of the concentrate, of one or more carboxamides 
and/or sulfonamides (see disclosed component a) ([0020]), where the amides may be 
unsubstituted or alkyl-substituted ([0022] In 1-2). This overlaps with the instantly claimed 
range of from 0.01 to 10% by weight. 

Wenderoth et al. further teaches an antifreeze concentrate comprising (instant 
component c) from 0.05 to 5% by weight, based on a total amount of the concentrate, 
of one or more aliphatic, cycloaliphatic or aromatic amines of 2 to 15 carbon atoms, 
which may additionally contain ether oxygen atoms or hydroxyl groups ([0074]). This 
overlaps with the instantly claimed range of from 0.05 to 10% by weight. 

Wenderoth et al. further teaches an antifreeze concentrate comprising (instant 
component d) from 0.05 to 5% by weight, based on a total amount of the concentrate, 
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of one or more mononuclear or dinuclear unsaturated or partly unsaturated heterocycles 
of 4 to 10 carbon atoms ([0075]). This overlaps with the instantly claimed range of from 
0.05 to 10% by weight. 

Wenderoth et al. further teaches the presence of higher glycols and glycol ethers 
such as diethylene glycol and dipropylene glycol. 

Wenderoth et al. does not teach the presence of (instant component a) from 
0.05 to 10% by weight, based on a total amount of the concentrate, of at least one 
polyethylene glycol and/or polypropylene glycol selected from the Markush group of 
instant claim 1 (component a) and mixtures thereof. However, Ashikhmin et al. 
teaches a coolant composition comprising ethylene glycol as well as triethyleneglycol 
(instant claims 1-2, abstract). Furthermore, Ashikhmin et al. teaches the 
triethyleneglycol as present from 0.5 to 1 .5 wt%, which overlaps with the claimed range 
of from 0.05 to 10% by weight (instant claim 1). Wenderoth et al. and Ashikhmin et al. 
are combinable because they are concerned with the same field of endeavor, engine 
coolants with increased corrosion resistance. At the time of the invention a person 
having ordinary skill in the art would have found it obvious to add the glycol system (i.e. 
combined monoethylene glycol and the higher triethyleneglycol) of Ashikhmin et al. to 
the concentrate of Wenderoth et al. and would have been motivated to do so to produce 
a low freezing point coolant with increased corrosion resistance. 

Regarding claims 3-4, Wenderoth et al. further teaches the concentrate wherein 
the one or more carboxamides and/or sulfonamides (instant component b) is at least 



Application/Control Number: 10/550,740 Page 5 

Art Unit: 1796 

one member of the Markush group of instant claims 3 and 4 ([0022], see also 
examples from [0023] to [0072]). 

Regarding claim 5, Wenderoth et al. further teaches the concentrate further 
comprising (instant component e) from 0.05 to 5% by weight, based on the total 
amount of the concentrate, of at least one tetra(d-C8-alkoxy)silanes or (tetra-Ci-Cs- 
alkyl esters of orthosilicic acid) ((tetra-Ci-C 8 -alkyl orthosilicates))([0076]). This overlaps 
with the instantly claimed range of 0 to 10% by weight. 

Regarding claim 6, Wenderoth et al. further teaches the concentrate further 
comprising at least one of the following compounds stated below ([0081]): 

(instant component f) from 0.05 to 5% by weight, based on the total amount of 
concentrate, of at least one aliphatic or aromatic monocarboxylic acids, comprising 3 to 
16 carbon atoms, in the form of an alkali metal, ammonium or substituted ammonium 
salts ([0082]). This overlaps with the instantly claimed range of from 0 to 10% by weight. 

(instant component g) from 0.05 to 5% by weight, based on the total amount of 
the concentrate, of at least one aliphatic or aromatic dicarboxylic acids, comprising 4 to 
20 carbon atoms, in the form of an alkali metal, ammonium or substituted ammonium 
salts ([0083]). This overlaps with the instantly claimed range of from 0 to 10% by weight. 

(instant component h) at least one alkali metal borate, alkali metal phosphate, 
alkali metal silicate, alkali metal nitrite, alkali metal or alkaline earth metal nitrate, 
molybdate or alkali metal or alkaline earth metal fluoride, each in amounts of up to 1% 
by weight, based on the total amount of the concentrate ([0084]). This overlaps with the 
instantly claimed range of from 0 to 1% by weight. 
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(instant component i) up to 1% by weight, based on a total amount of the 
concentrate, of at least one hard water stabilizer based on polyacrylic acid, polymaleic 
acid, acrylic acid/maleic acid copolymers, polyvinylpyrrolidone, polyvinylimidazole, 
vinylpyrrolidone/vinylimidazole copolymers and/or copolymers of unsaturated carboxylic 
acids and an olefins ([0085]). This overlaps with the instantly claimed range of from 0 to 
1% by weight. 

Regarding claim 7, Wenderoth et al. further teaches the concentrate comprising 
soluble magnesium salts of organic acids, hydrocarbazoles, or quaternized imidazoles 
([0093]). 

Regarding claims 8-9, Wenderoth et al. further teaches the concentrate wherein 
the alkylene glycols and their derivatives and/or glycerol are present in amounts of at 
least 75% by weight ([0095] In 3-5) which overlaps with the instantly claimed range of 
>75% by weight; and wherein the alkylene glycol is an ethylene glycol, a propylene 
glycol, and/or mixtures thereof ([0095] In 4-13). 

Regarding claim 10, Wenderoth et al. further teaches the concentrate whose pH 
is from 4 to 11 ([0094] In 1-2). 

Regarding claim 11, Wenderoth et al. further teaches an aqueous coolant 
composition which comprises water and from 10 to 90% by weight of the antifreeze 
concentrate ([0098], see also Table 1, examples 1-6 wherein 69% by weight 
monoethylene glycol is present). This overlaps with the instantly claimed range of 30 to 
70% by weight. 
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Regarding claim 13, Wenderoth et al. further teaches the concentrate wherein 
the heterocycles may be benzofused ([0078] In 1-4) and/or carry additional functional 
groups ([0078] In 6-8). 

Regarding claim 14, Wenderoth et al. further teaches the concentrate wherein 
the at least one aliphatic, cycloaliphatic or aromatic amines are selected from the 
Markush group of instant claim 14 (see [0077]). 

Regarding claim 15, Wenderoth et al. further teaches the concentrate wherein 
the at least one mononuclear or dinuclear unsaturated or partly unsaturated heterocycle 
are selected from the Markush group of instant claim 15 (see [0079]). 

Regarding claim 16, Wenderoth et al. further teaches the concentrate wherein 
the at least one tetra (Ci-C8-alkoxy)silane is selected from the Markush group of instant 
claim 16 (see [0080]). 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wenderoth et al. (WO 02/08354 A1 , using U.S. PGPub 2003/0164470 as English 
language equivalent), in view of Ashikhmin et al. (SU 1838362 A3, Den/vent Abstract). 

Wenderoth et al. in view of Ashikhmin et al. render the composition of claim 1 1 
obvious as set forth above. Wenderoth et al. further teaches use of the diluted coolant 
concentrate in magnesium-containing internal combustion engines ([0001]-[0003], 
[0098]-[0099], see also disclosed claims 1 and 8). 
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Furthermore the recitation that the basic formulation containing said aqueous 
coolant composition is to be used for preventing corrosion does not confer patentability 
to the claims since the recitation of an intended use does not impart patentability to 
otherwise old compounds or compositions. In re Tuominen, 671 F.2d 1359, 213 USPQ 
89 (CCPA 1982). Furthermore, the recitation of a new intended use for an old product 
does not make a claim(s) to that product patentable. In re Schreiber, 44 USPQ 2d 1429, 
(Fed. Cir. 1 997). See also MPEP § 21 1 1 .02 and § 21 1 2 - § 21 1 2.02. 

Claims 1 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wenderoth et al. (WO 02/08354 A1, using U.S. PGPub 2003/0164470 as English 
language equivalent), in view of Kanai et al. (JP 04279690 A, Derwent Abstract). 

Wenderoth et al. teaches an antifreeze concentrate ([0019] In 2) based on 
alkylene glycol, glycerol and/or their derivatives ([0019] In 2-3), the antifreeze 
concentrate comprising (instant component b) from 0.05 to 10% by weight of one or 
more carboxamides and/or sulfonamides (see disclosed component a) ([0020]), 
where the amides may be unsubstituted or alkyl-substituted ([0022] In 1-2) (this 
overlaps with the instantly claimed range of from 0.01 to 10% by weight); from 0.05 to 
5% by weight of one or more aliphatic, cycloaliphatic or aromatic amines of 2 to 1 5 
carbon atoms, which may additionally contain ether oxygen atoms or hydroxyl groups 
([0074]) (instant component c) (this overlaps with the instantly claimed range of from 
0.05 to 1 0% by weight); and from 0.05 to 5% by weight of one or more mononuclear or 
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dinuclear unsaturated or partly unsaturated heterocycles of 4 to 10 carbon atoms 
([0075]) (instant component d) (this overlaps with the instantly claimed range of from 
0.05 to 10% by weight). Wenderoth et al. further teaches the presence of higher glycols 
and glycol ethers and that mixtures of glycols may be used wherein suitable glycols 
include higher glycols such as dipropylene glycol ([0095]). Wenderoth et al. further 
teaches the concentrate comprising a mixture of p-toluenesulfonamide and IH-1,2,4- 
triazole (see Example 16). 

Wenderoth et al. does not specifically teach the higher glycols to include 
tripropylene glycol (instant component a). Kanai et al. teaches liquid coolants for 
internal combustion engines comprising 2-9C glycols and rust preventatives such as 
triazoles (abstract). Kanai et al. further teaches ethylene glycol, diethylene glycol, 
triethylene glycol, propylene glycol, tripropylene glycol and dipropylene glycol to be 
equivalent glycols. Kanai et al. and Wenderoth et al. are analogous art because they 
are concerned with the same field of endeavor, namely engine coolant compositions 
comprising higher glycols and rust preventatives. At the time of the invention a person 
having ordinary skill in the art would have found it obvious to use the 2-9C glycols i.e. 
tripropylene glycol of Kanai et al. in the mixture of glycols of Wenderoth et al. and would 
have been motivated to do so to obtain a long-lived coolant composition (Kanai et al. 
abstract). Furthermore, in view of the teaching of Kanai et al. that the above glycols are 
equivalent and interchangeable, it would have been obvious to one of ordinary skill in 
the art to substitute in the mixture of glycols of Wenderoth et al. dipropylene glycol or 
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propylene glycol with tripropylene glycol and thereby arrive at the present invention 
(See In re Ruff^^8 USPQ 343 (CCPA 1958); see also MPEP 2144.06). 

While Wenderoth et al. teaches mixtures of glycols, Wenderoth et al. does not 
specifically teach the mixtures wherein the higher glycol is present from 0.05 to 10% by 
weight. However, the experimental modification of this prior art in order to ascertain 
optimum operating conditions fails to render applicant's claims patentable in the 
absence of unexpected results. See In re Aller, 105 USPQ 233 and MPEP 2144.05. At 
the time of the invention a person having ordinary skill in the art would have found it 
obvious to optimize the amount of higher glycol in the composition and would have been 
motivated to do so in order to obtain a suitable liquid alcoholic freezing point ([0095]). A 
prima facie case of obviousness may be rebutted, however, where the results of the 
optimizing variable, which is known to be result-effective, are unexpectedly good. See 
In re Boesch and Slaney, 205 USPQ 215. 

Allowable Subject Matter 
Claim 18 is allowed. The prior art of record does not teach or render obvious 
claim 18 as substantially set forth, especially in view of instant component ii) 3wt% of 
tripropylene glycol. The closest prior art of record, Wenderoth et al. (WO 02/08354 A1 , 
using US PGPub 2003/0164470 as English language equivalent) teaches a minimum 
glycol content of 75% (Wenderoth et al. [0095]). Claim 18 is openly readable on a 
mixture of components based on instant component i) 2.5 wt% of a mixture of p- 
toluenesufonamide and 1 H-1 ,2,4-triazole, based on instant component iii) 50 wt% 
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distilled water, and based on instant monoethylene glycol, which results in a glycol 
content of far less than the 75% required by Wenderoth et al. However, it is noted that 
Kanai et al. (JP 0427960A) suggests that ethylene glycol, diethylene glycol, triethylene 
glycol, propylene glycol, dipropylene glycol and tripropylene glycol are substantial 
equivalents. 

Response to Arguments 

Claims 1-17 are pending: Claims 1-9 and 11-13 are amended, claim 10 is as 
previously presented and claims 14-18 are new. 

The objections to the specification and abstract are withdrawn. 

The objections to claims 1-13 as noted in the previous office action are 
withdrawn as a result of Applicant's amendments. However, note the new objection to 
claim 13 (see above) as a result of Applicant's amendment. 

The 35 U.S.C. 1 1 2, second paragraph, rejections of claims 7 and 11-13 are 
withdrawn as a result of Applicant's amendments. 

Applicant's arguments filed 3 September 2008 have been fully considered but 
they are not persuasive. 

Applicant's arguments that there is no motivation or suggestion to combine the 
reference of Ashikhmin et al. with Wenderoth et al. for the purpose of adding triethylene 
glycol has been considered but is not persuasive. The broad teaching of triethylene 
glycol as being useful in low freezing point, increased corrosion resistant coolant 
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compositions would be enough to one of ordinary skill in the art to use and/or add 
triethylene glycol to a coolant composition. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JANE L. STANLEY whose telephone number is 
(571)270-3870. The examiner can normally be reached on Monday-Thursday, 7:30 am 
- 5 pm, alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/550,740 
Art Unit: 1796 



Page 13 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 1796 



